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Applicant argues that Novak, Jr. et al. do not teach or suggest at least one or more claim 
limitations set forth in claims 1-5. Then applicant then asserts that Novak, Jr. et al. does not 
teach an optical fiber having a treatment region, a first depth indicating region and a second 
depth indicating region, whereby the primary depth indicating region originates with a first 
primary market and terminates with a third primary mark. And that in particular, it is not seen 
how a first and third ones of the markings 36 of Novak Jr. provide a first depth indicating region. 
The examiner must respectfully note that Novak specifically discloses that the marks therein can 
be used for determining depth. For example, column 8, lines 43-48 " a surgeon may not only 
control the direction of radiation emitted from closer fiber when the distal end of the laser fiber is 
obscured from vision, but may also determine the depth to which the laser fiber is inserted into 
the swollen tissue." Thus clearly, the marks of Novak, Jr. et al. may indicate depth and are even 
disclosed as being used for such. And any two marks on the device of Novak, Jr. et al. may be 
arbitrarily designated as a "first mark" and a "third mark" and provide a depth indicating region 
as claimed. If applicant disagrees with this analysis, the examiner respectfully requests that 
applicant point out the structure that is lacking from Novak, Jr. et al. that will prevent the marks 
from being used as a depth-indicating region. It is further noted that in column 8, lines 27-28 
Novak, Jr. et al. discloses that an exemplary linear mark "is 4 cm long and is broken so as to 
form 20 segments" thus, the extent of the distance between the beginning of one linear mark and 
the beginning of the next linear mark would indicate a spacing of 5 mm. Clearly, the first and 
third primary marks of Novak, Jr. et al. may be selected so that one of the marks between them 
resides at the halfway point of the space between the primary marks. Applicant has provided no 
particular definition for the terms "primary mark" or "main mark" in the originally filed 
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disclosure and therefore, any type of mark will read on these terms thus clearly the marks on the 
device of Novak, Jr. et al. reads on the marks as claimed. Applicant's arguments, which merely 
state, that the marks of Novak Jr. do not read on the claimed marks without providing any 
explanation of the way in which the claimed marks are structurally distinguished from the marks 
of Novak, Jr. are not convincing. 

With regard to Rowland et al., applicant requests the examiner point out how claims 14 
and 1 5 are anticipated thereby. Rowland clearly provides an instrument (see for example figure 
1), the instrument is intended to be inserted in the tissue e.g. a structure (see column 4, lines 12 
to 16); the device has a plurality of markings which allow the depth in the stricture that the 
device has been inserted to to be determined (see column 4, lines 16 to 23). As to claim 15, the 
markings are defined by coloring and grouping to be markedly different from one another as set 
forth in column 7, lines 1 to 50. Clearly L2 would be about 7 cm from the radio opaque mark 60 
and mark 72, of the group of marks that is a distance L5 from the radio opaque mark, if the 
marks are arranged as set forth in column 7. Thus clearly claims 14 and 15 are anticipated by 
Rowland et al. Similarly, with respect to the limitations recited in claim 16 and 17, these claims 
merely require that marks be located on either side of the halfway point mark between that mark 
and the first and second primary marks. While these marks are referred to as "midway" marks, 
the designator "midway" is merely a tag, and the broadest reasonable interpretation of this 
language does not require that these marks be in any particular position between the halfway 
point mark, and either of the primary marks. In fact, there is no strict requirement that the 
halfway point mark be at the point exactly halfway between the two primary marks. However, 
regardless of the interpretation attributed to this term, Rowland et al. still read on the recitation 
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thereof for the reasons set forth above. With respect to claim 22, as the recitation regarding the 
arrangement of the marks is substantially the same as that in claim 14, the anticipation thereof by 
Rowland et al. applies for substantially the same reasons asclaim 14. Once again, in discussing 
the rejections. Applicant has chosen to simply state that the claims are not anticipated with a 
proffering any particular structural difference that is perceived to exist between the reference and 
the claims. 

With regard to the rejections under 35 USC 103. Applicant argues that because the two 
references come from separate subclasses and classes that they are not combinable. However, 
the examiner notes that both references are concerned with determining the depth into tissue that 
an instrument has been inserted. Thus the references are combinable for the different aspects of 
this function that day teach Rowland et al. teaching the use of markedly different marks to 
clearly delineate the depth in tissue at the devices inserted at a glance, while Novak Jr. teacher 
means of determining the directionality of the effector that has been inserted into the tissue. The 
use of circumferential marks, which are markedly different from one another, in addition to the 
linear marking on Novak Jr. would confer the additional advantage of unambiguously indicating 
the depth to which the device had been inserted with relative speed and ease. As one of the goals 
of Novak Jr., in addition to indicating the directionality of the device, is also indicating the depth, 
this constitutes an appropriate motivation to combine these two references. 

Applicant's request to make the instant action non-final is noted, however, as applicant 
has merely claimed a group of marks; and as the examiner has provided references which clearly 
display similar groups of marks and which are even used for applicant's disclosed purpose; and 
as applicant has not sought to point to any structural distinction of the claimed marks and those 
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of the references, the examiner deems a final rejection to be in order. 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claims 1-5 are rejected under 35 U.S. C. 102(b) as being clearly anticipated by Novak, Jr. 

et al. 

See figure 1 and column 5, line 27 to column 8, line 61. 

Claims 14-18 and 22 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
Rowland etal ('115). 

Claims 6-13 and 19-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Novak, Jr. et al in combination with Rowland et al 0 115). Novak, Jr. et al teach a device such as 
claimed except the markedly different marks and the circumferential marks. Rowland et al 
0115) teach a device as claimed except putting the marks on an optical fiber per se and the use 
of discontinuous circumferential marks. It would have been obvious to the artisan of ordinary 
skill to include the circumferential markings that are markedly different from each other as the 
markings on the fiber of Novak, Jr. et al, since the will enable distance determination as taught 
by Rowland et al (' 1 15) or, alternatively, to employ a fiber in the device of Rowland et al, and in 
either case to provide the various forms of discontinuous markings, since these are not critical 
and provides no unexpected result, the producing a device such as claimed. 

Applicant's arguments filed August 1, 2005 have been fully considered but they are not 
persuasive. The arguments are not persuasive for the reasons set forth above. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to david shay whose telephone number is (571) 272-4773. The 
examiner can normally be reached on Tuesday through Thursday from 6:30 a.m. to 5:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eleni Mantis-Mercader, can be reached on Monday, Tuesday, Thursday, and Friday 
at (571) 272-4740. The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov . Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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